IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of 

BRIEL etal. Atty. Ref.: 36-1642 

Serial No. PCT/GBO 1/0 1563, filed April 5, 2001 Group: unknown 

Filed: Concurrently filed herewith Examiner: unknown 
For: DATA MANAGEMENT SYSTEM 

*********** P|P^?"?\/^0 

Assistant Commissioner for Patents 3 Q JAN 2002 

Washington, DC 20231 ^^^^ 



04^/2002 HN6UYEM 00000137 099S0636 
01 FCtlffi 



,.;i;i'::ona! Division- 



PEtfM)N UNDER RULE 47(A) 



In accordance with the provisions of 37 CFR § 1.47(a), 35 USC §116, second 
paragraph, and MPEP §409.03(a), it is respectfully requested that available joint 
inventors John Vander Briel, Stephen Ian Daleman, John Daniel Gabbe, Kenneth Andrew 

CP 

Lang, John Andrew Wojciechowksi, Paul Muschamp, Lindsay Alison Campbell, David 
Richard Griffiths, Brian Richard Henderson, Michael Hodgson, Jonathan Legh-Smith, 
Vineet Mittal be permitted to make application for United States letters patent on behalf Q 
of themselves and inventor William R. Brook (who refuses to join with this application). 
The captioned application and a Declaration signed by Roger Nash, patent attorney with 

CD 

AdfustM^^fa^f ^^fjillz^^i^i?^ submitted simultaneously with this 

^^SMkJ^iJ^ 00000021 09980636 ^ 

wmmP^ -430rto-(r- O 

T3 

As evidenced by the attached Declaration of Roger Nash, inventor William Brook ^ 
has so far refused to join in the captioned appUcation. The attached Declaration of Roger 
Nash includes exhibits demonstrating diUgent past efforts to obtain the cooperation of 
inventor Brook and his refusal to join in this application. 
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The last known address of the refusing inventor William Brook is listed in the 
Declaration and is repeated below: 

William R. Brook 

9 Ilmington Close, Hatton Park 

Warwick 

Great Britain 

CV35 7TL 

The petition fee of 37 CFR §1.17(i) is attached. The Commissioner is authorized 
to charge the undersigned's deposit account #14-1140 in whatever additional amount, if 
any, necessary for granting this petition. 

It is respectfully requested that this Petition be granted. 

Respectfully submitted, 
NIXON & VANDERHYE P.C. 



December 5. 2001 



LSN:SKK 

1 100 North Glebe Road, 8th Floor 
Arlington, VA 22201-4714 
Telephone: (703) 816-4000 
Facsimile: (703)816-4100 



Larry S. Nixon 
jg. No. 25,640 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of 

BRIEL etal. Atty. Ref.: 36-1642 

Serial No. PCT/GB 01/01 563. filed April 5. 2001 Group: unknown 
Filed: Concorrently filed herewith Examiner: unknown 

For: DATA MANAGEMENT SYSTEM 

Assistant Comniissioner for Patents 
Washington, DC 20231 

Sir: 

DECLARATION OF ROGER NASH IN ^SUPPORT OF 
PETITION TINDER RULE 47(A) 

I. Roger Nash, a European Patent Attorney, hereby depose and declare as follows: 

1 . r am a British citizen employed by co-assignee of this application British 
Telecommunications, public linaitcd company (hereinafter. "BT"), having offices at 
Holborn Center, 120 Holbom, LONDON ECIN 2TE, United Kingdom. 

2. Assignees BT apd AT&T employees performed joim research and development 
which resulted in two U.S. provisional patent applications. A first provisional application 
60/194,606 was filed by AT&T on .April 5. 2000. BT filed a second U.S. provisional 
application 60/214,399 on June 28. 2000. 

3. Mr. William Brook is one of the joint inventors and was employed by AT&T at 
the time of filing the first provisional application. 
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4. Mr. Brook left the employment of AT&T on December 3 1 . 2000. 

5. A PCT application, PCT/GBOl/01563 (hereinafter 'PCT") was filpd on April 5. 
2001 and claimed priority from the first and second provisional applications. 

6. BT ajid AT&T wish to enter US national phase (hereinafter, " U.S. National 
Phase") for the PCT application, the Article 22 deadline for filing a national phase 
application falling on Hacemher S. 2001. 

7. Twelve of the thirteen inventors have signed the inventors Declaration required 
for entry into the US national phase. , 

8. However, joint inventor William Brook has refused to sign the Declaration, 
despite diligent efforts by BT and AT&T. These diligent efforts and |v1f. Brooks' refusal 
are evidenced by the attached letters between BT, AT&T, and Mr. Brook as referenced 
and explained below. 

9. On April 30, 2001, Mr. Brook was requested to sign the Declaration. See 
attached Exhibit 1 (Letter from Ms. Radley at BT to Mr. Brook). 

10. On .May 16, 2001 . responsive to the April 30, 2001 letter, Mr. Brook contacted 
Simon Roberts of BTs Intellectual Property Department by telephone and declined to 
sign the Declaration. See attached Exhibit 2 (e-mail from Simon Roberts to AT&T). 

11. Mr. Brook explained that he thought himself was eligible for. an inventor 
incentive award and was refusing to sign the Declaration at least until such award was 
settled in his favor. See attached Fxhibit 3 (5/21/01 e-mail from Mr. Brook). 
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12. On May 21. 2001. aT&Ts Mr. Monka requested Mr. Brook to sign the 
Declaration while he pursued the inventor incentive award matter of Mr.jBrook with 
appropriate departments within AT&T. See attached Exhibit 4 (e-mail from Gary Monka 
to Mr. Brook). 

13. In response. Mr. Brook alleged that AT&T failed to pay the inventor incentive 
award. He noted " . . . I have not received one dime nor even a verbal thank you. . . I'd like 
to see something happening." He further suggested that the matter be escalated to 
AT&Ts directors with aii indication that the incentive award is outstanding. See attached 
Exhibit 5 (e-mail from Mr, Brook to Gary Monka and Janice Brennan). ;.: 

14. On June 25. 2001 . Mr. Brook sent a further e-mail to the Iritellectp?! Property 
Departments of BT and AT&T where he raised a number of possible substantive 
Objecdons against this application. Those objections included his doubts as to the novelty 
and/or inventive step involved in the informadon model described in the application. See 
attached Exhibit 6 (6/26/01 e-mail from Mr. Brook to Janice Brennan and Gary Monka). 

15. On June 27. 2001. AT&T attorneys continued to investigate the possible 
eligibility of Mr. Brook from a monetary award. See Exhibit? (e-mail from Susan 
McGahan to Rohim Ranjitkumar and Gary Monka). ^ ^ 

uu 

16. During early July 2001. 1 poraonal b ^ ontacted aftd-spCTktrti^v, Brook and he 
at that time repeated his refusal to sign even the Declaration (e.g.. leaving the assignment 
for later), in response to his substantive novelty and/or inventive step allegations, I asked 
him to forward any relevant papers identified in his 6/25/01 e-mail. However, no such 
details have been received to date. 
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BREEL et al. 

Serial No: PCT/GBO 1/01563, ftkd April 5, 2001 

17.1 attempted to find the papers mentioned by Mr. Brook using library resources 
available to me including the World Wide Web, but was unable to identify any references 
that seemed relevant to the claimed invention. 

18. 1 hereby declare that all statements made herein of my own knowledge are true 
and that all statements made on information and belief are believed to be true. 1 further 
declare that these statements were made with the knowledge that willful false statements 
and the like so made are punishable by fme or imprisormient, or both, under Section 1 001 
of Title 18 of the United States Code and that such willful false statements may 
jeopardize the validity of the application or any patent issued thereon. 

i 

Respectfully submitted. 



Date: SH 9£csM>t/ 100\ 




Holbom. London 
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EXHIBIT 1 



,ERY URGENT ^^^^^^ 020 74^2 8146 

FAX: 020 7242 0836 




ADMIW 

Mr William R Brook 
9 Ilmingwn ao«ft 
Hatton Parti 

CV35 7TL 30Apftt2QO^ 
Oear Mr Srodk, 

Patent Formality Documents for filing fortign Patent Appfications 
BTC»eRef: A26011 

XMm: DATA WANAGBMEWT SYSTEM ^ 

} am curmnoy completing formaWes for the aBove case, on which you are an 'J^^.ff^^ 
require, ytsur signature and «ndese various documents (and other adiofl) a$ detaHsd in tne 
attached schedule. 

A$ then: are stria dead»ne$ for lodging documents abroad, i he onHaful if yett <!Ou\4 
>J^ t^ tnattftf VQu f PftOMPT ATTeWTtON. 

Please return the compiefed documem(») » me, at the addneee «iven beIo«w, by: 

12 May 2001 

If you ari UMbio to ictum the documants to m% before the r^quesiwl, P«^»* ccnt^ 
ma urgemiy to adviM wftM you win be abia to reply. 

If you raquir* any further goklance or infofmation. please do not hesitaie to contact me. 
Many thanks far your assistance. 
Yours faitnfufly 

MigJ^^ ftadlef 



Adoremd&Mope 



130 Mhom. LondBd QCtM ZfE 



n / M cc ; 'OM 07 : ^1 in /cr* 





-^•—origiaai rtfi^a^ge 

From: jaaicfc.brenrLATrahe .cera Cnaileoi jAcace.br exuxaaftbc. coo] 
Senc> w«ida«d^y. Hay 1(:4Q 
To ; i&onkAMct . com ' 

Subject: Uk Pacecic ;^?licacion - r<f : A2^;5ll/wo - lavenco?: Sill 



Oeu Gary, 

Ai9 Zrica Dcccoc ba^ iotft tbJ.s d^^TCMnc to iA priced pxaeeic«/ 

shid cas« Maa fallen to ttms, ' 

.1 bAve C9Cay beea apeaki-mg ^icb onj& at tbe a;av«&cor<< 3111 9rook. Per aooe 
MaBon Srica had aaaumed that dill waa a eT «f^lcy<M, but la ^act ao a 
Corttev «B^loy«r of AT&T labs in tbe UK. x uadaracand tba? at least hid paart 
ot tb<( laba clo^«d dova 1a 0«ca«ber o£ la^t year, should, cba^etor^. 
have aaKad. you to^gae tba aeceQMTy slsnattirtts troqi (t; fl^rooic. In vi«w of 
-bid relationship co Xt&T I fio^* aak you to gee the ddc^oaary ai^sacuzaa fr« 
him. Re%n9Vdr. he- is currmcly declining to aign the poMr of attexaay aod 
t^ aeaigTUMnc. )Cr 3roo/C baa never baea. a fiiT eraploy^, have^ao ns^aM 
Qt forcing Mf arpok co^i^. 

Moreover, Mr SrooSc --rag one of the isvencor* naid^d 05 cJic pro-vlaioaal patent 
ay^icatian ---iiica : believe was filed by ycur dapartaanc ac the nsPTO on 5t:h 
A^..; 2000. I *4£ider:»eaed cbac ait an ATa? eisployea !4r 3roek '<#a8 eligible for 
aome kind of inveneor's award oa the f ili ng of a patent application- 
Obvious ty Mr Srook reluctant to sign ziim ^ealgxumt aocit pow^r of ateoa^nery 
ur<.tll tb^ ^Ttatter of any paynent due under the Zd'^eator Incentive Sciiefftt baA . 
been settled.' Mr Brook struck ae aa a r^aanrrahle taan and i caa see ^hy he 
has a probl-^m ai^nitg the papera at thi$ time. 

ftereovT^r, from ^ty coaversa^ioca '<Ltb iim it ia clear that >tr 2raok been / 
*^rki^g on acme of che subject aiatter '^tiish la cosc^aed ^itnis. cAe 
iotematiofuil paciexit application' from as Long ago aa 19^6. He oenticned' the 
involvement of dtiritxerland aaa.pcaaible contact wit^ a- Turkiab company 

around 199fi and Wj.th a Swiaa co«^axiy around 1007. t auggeat that you look 
i^to the nature of any (Coamereial dealings with any aucn sei^aniea at thac 
titna with r*iogard to cbe effect 'that axich activities my have on the vaJLidity 
o€ tha preset filing-. 

I lock for.«ard to hearin/g- frcra you. 



Tel: 020 7e93 dX04 
Pax: 030 T2^2 0$as 
2-enail : m iisoa . roberta<frbc . coca 

Xhifl electronic mbasage eontaiaa information from ftriti^h Tfii**€OTrtmucifiationa 
plc Group l.egai Ser^cea which may be privileged and confidential. Ti4i 
information ia intended to be for the uae of tne individual '.a J or entity 
aasied above* Xf you are not cbe intended recipient, be aware that any 
di«oXo«ur«. copying, diacributibn or use of =he cnctenta of thia information 
iai prchibined. If you h*ve recoiled thia electronic m«9aage in error. 
pLeaee notify ua ny calephone or e'*fltaii rno cixe nu«iner or addreea ibovel 
IfrBtediacely. 



EXHIBIT 3 



Origiaai Mft«aaga---— , (3*) 

Froa: Bill/ Brook trtuiil to ibiU -bwaJcacecscieni .co»] . \^ 
3«iit: rtoiadayy way 31. 2Q01 liia'? AM 

as: tTlacenc Application - IPD =«2: «"xi/iiO - fav«iwr: ail* 

3 raek 



^CrlLicil W Ul* Suceesa of * Licking ^^PP^*^^' ' ^* ^^.^ 

9rap«rcy Maaagemant. This iafiorni4Cica 4erivea» fwca tiiie curreac (*« o. 215C 
May zcoi) W^T Incraiiac. 

If «y «4«rJta«4ing ia corra«, is vKsuld ^e^r thAt tha ^^^^^^^ P*^^: 
aUcuia Uav© ^^lrea<ly been pAtA ift ^oao. <r^r a y«Ar *go - or hAV« . 

miaufidarscQOd scmat^n^ ? 

dy eb« way. r w^g or the *.TiT payTali unci.1 31<c oec5fflbef 2000. ?ty depar^ura 
waa iGVQluntary, beiag a rwl^i ojS cb* cloaura of AT4r labs HK. 

Any light aayona can abed oa cfeia I w<5uld bo vf^y grateful f or ^ . . 



3111 3roo)c. 



orlcfiaai !l«a«age >^-»>. 

S«at: Monday, «ay 34, jaei 1«:39 



Sill. 



SSi^2f?S^*-LJ^ff Wlicacion JOT Ar«.''a« i. away 

2S«.^r'». "-^ r«aawsag to ch« office aeiec wsaca., I ant ■'uae 

<"oaey jrou ape ow«i, upoo. nex reetora. r<:ia^a»Bg> w« 



la Che interim, if y^u ceuld 4jc«cuce she foraal papera to ac lewc 9*= tto 

ia£«ma=ionai appUcacioa undecvay, i- vould greatly apprcciaced. ' 

®»-r K. NoBka 
SflEioj- Atcoraey 
flT4T 17 Law 
(*08) 221-852S T4I . 
(908) 221-STa3 ?ax. 

«-cB*ii : wjckaaiga . acc . con 

ae^aeh»«a6» co ic eoncaia ?RIViIifiGBD AOS COMTTOBSmAL 

» *^oT raiwaas or oraSotsle ,£^; 
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^02074920880 27/11 ►Qi 17:25 NO, 713 08/12 



f?^ 'flft3.SC.Simon,GLi4 R 



Prom: Smnnan.J.Janica^GU^ R 

3«m: 22 Way 2001 14:4$ ^ 

To: Rob©fts.SC^imon.GU4 R 

SuAjttd: FW: lA Patent ApgUcailon - iPO re^: A2601 liWO - Invenier Sid 9 rook 



Original Message 

?r«i: Brook Icaailcoibill .broo)cS>n«e£cian= .tfdtaj 

S«nc: 22 !fay 2001 14:13 

TO:. 'Moaka.Oory H - uu- ; ' ' jaaiM-br«aai»«fac .cost* 

Subject: : ZE.- lA Pasenc Applicaci^a - IPO ref; Aa6011/wo - ravetitsor : . Bill 
3 rook 



Thacks for ciie inigncaciin Gary. 

Ad I knew chia waa prcs^reseiaj, 1 rada«d iasu* of whac capp^iM wizh 
r*g%rd eo jaceocA witlx both add wicii ay Xi^e ryuiAgeciMC in «e* 

Jersey Caarry 3ttma} bacJt ia Occ«ffb«r. ca 9*v«yaLi oocaaiona, i ao 
answers, axeepc ca state zHaz they lLa<l *atfv«r heart ot auch a tniii/g' . 

r raised it *gaia vith AT&T HR a couple weeks a^o whea tho 5ac«nc 
docuxaefita arrived 5or my atgnacure. Agaia, I*^e rec«i--red no «ia**ar. 

Fiaaily. I aeked tny ^lio looJc it; up on T:he tacranec . Shm found che 
4n5wer3 abouc lO decondj . 

Clearly, in che atootre context: and givea thac i have noc reci^ved one ditre 
OCT ev« a verbal chankyoti for =Jiie aa yet. t'd like co see »cmetning 
happesxin^ , It i.#ould appear from ycur mail and txea tt^ Incnnet ebat 1 
ttould have received S7S0 plus as acouns to cover incoft-^ tax in April 2000. 
Mhilsc I do noc wish to appear pctcy (t*?n aoc) having already received the 
^rusii ocr from weryone concerned. I'd. like to s^ some aigna off mo^^wMz. 
before r a:;art spending rrr/ valuable diae in helping ATit and 3T receivit' Che 
pacaat ic i^m <iu«t, r*m aure you >axderstand. 

2J^*i.f^?^^^^ moving, you eniail bofih Earry Bum. (director 

or AT« Laba coMuaer flervicca) and sricfk Forward (coopeaaation and benefits 
«ana^er) w^ci^ a direction chat thw paytnent is outiftandins- 

Tbaaka for all your help, 



Bill. 



n/<;i cc>/-ON /?:6L LO. 2L/?0 



>G1 



Ch^ilaw 903^221*3^6fi cc '^epor^ tnc error «0 ch*r^ dnle« tt^i. m^S«^^ 



Original H«35ag«— , 

Sent: Monday, June 25. 2001 11:33 Wt 



EXHIBIT 6 



Hi. Just a ferieS updat*- 

t"r« acw had a chance to inrosti^ate tn« patent application a^d to 

S'^ry both o£ the p*^««t it«l£. a^d t*h taU^ent.pataftt. la«- 

WliiUt r« ir. r.o >»ay « pat»at la><y« <or .ny kind o£ lawyer for t^^at 

f boliUe ttiT« aay aona i«suea salating to «»^**W»li«ti«a which 
re?^i;t ST *«wd XT4t to cdwi^ler «akin« chaftg*- to the application. Tti« 

Ssa* 13 th^t of '^tit^ of th* art'. Soma elameaus of tho patent ha.r6 

?^Jper.dentl./ 'in^an-.etf' by others. aro r.o-- in print. 1 .<lc not ha-e 

l<^c^n.r..L.. library a^ailabKl. but ^ brief fi»«^!/£«^«S*^* 
b^s OR r-y deaie ra"7«ala chat at least scaa elaaan^a hatre bean 

fS^tSSU. tiie^ "pacts relat:Liig to partios, and ch* <ti'-»it?„i''!i i- 
;"a^^io^s and inci^idaals. -hich i| ^"='^f«^,-S,Pf?^ ' '^aJ* 
■fully <Uscua3ad in tha booie 'Analysis Jatterns J^Jrl„^V'*ll' ^^^^ 
0-2Ql-a9£42-0 , Ci'^^n that the InforaatioT. «odal u»s daatgnstl for 

?SS^n"^r.4 not to ma^e mo«»cy, it ia highly likely th« oth« asp«ct^ 

either - ha^r, b««n datived from books or papers, or -ill have beea 
±^dap«nd«ntly diaca^'arad, 

aecondlY, iJ th.« concept o« disclosure, -riiia niodeX J'^'^ Jl'^^^^^ 
5!scu««d, it. datail, at a =«abar of intetnacional <=«^««f?*' "^^ 
Chili=Uj= '9«J. -99, ?iQP 98, the ATST Software Syapoaiar, and ot^^^f*- 
Si^ir'stlnd thkt dlsciaaura in^XidataS a patent, axcepc in ^ary spacif« 
ctreuastaiicaa i*hich ycu aay wisn tc examine- 
Thirdly, the information aodel is ob-ioua. in that it ^^^f^T^" J^tit" 
«i;tionshipa *«cb a* a company forming • ^^--"^T^S^^il^^t^S^o 
another company; JCiilat the Language tiiax haa beer. eUoson tan« to 

thirobTiousnesa (and not by my choice I might add),, a process 
l^sl^lt iagal pr^aratien, tiie .i«ple fact i, that mch of tha real 
o£ this model is obvicus and ch«r«fore not pAtontabla- 
ToorthLy, aom« partiea «ito hav« sontribtttad aigaificanciy to this modal 
m Hated aa inventcsa. Sotably t-^ia include- Swia,cam AC., Su|^«rOniiae 
m« know if .1 c;.n of furtihar assistanco in clarifying tM«e.; - 

Bill Brook 

Chief tecnaical 0?flc*r 
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ftrf ^umar^R^RohtnLGU3 R 



Som: 27 June ^l 20:50 

To: 'ronjnl.ranjtqicumafQbtcom* 

Ce: Menlca.GaryH-|jGA:Chei!ew.Unda-UGA 

Suts)Mt FW: tA Patent Appficatksn- IPO re^,A2$Q11/WO«tnv«mDrB?^B<oo^ 

linpocta«)Mi High 

ftohini: 

I a& ncfu »A5saiaia9 reaponaLbilicy for thia case tscm Caxy 
Mcnka^ ad ■ . . ' 

t have jua-c returned fran maternity leave, r ur*derscand froa; «y 
' assistant ^ 
Linda Chellew thac she has rdCQiv^d S of the 6 isigned docvsMnts ttcjx the 
OS 

invenrors> oameiy iffcm Jack wo:>ciochowslti; uoto Briel, Stephen Daieaan. 
John 

Gabfce; and 5ten Lang. w<i received an iacor^QCC Signed document fxoft 
vineet 

MiteaX and ara awaiting a c^rrdcted doo-jnant: from Mr- Mlttali l»e:;o7e wa 
Mnd 

out tiie docnimenc 3 to ycia . That * s the ^ood ne^s . 

The bad n«>o i:( Bill Brocic refuses to sign the document and 
bftlioves 

the invention to be obvious as detailed b«low, We are artearpcin^ to 
track 

do«n the status '^f hi^ payttteh^ ^or the sutoQi4Sioft/ but in the nteantipe 

1. Can we file ror another extension of tiae? 

2. If Mr. Brook's is* adaanant abdut refusing to sign che 
docuac»t# can a petition be fii.*d in the SPO raqu«3tinqr relief from 
havtn9 

Brook's aignaturtj iLs he la daesaed a hostile inventor Cwe Aav« similar 
procedure in the- US cnac allawa us to file such a petition if an 
inventor 

refuse to cooperate* provided we can show evidence we undertook 
reaaonabXe 

Steps to get hla to sigft the dociiaentj ^ 
?l^ase let A.e Icnoii'. Thank you* 

Best regards^ 

Susan KeCahan 

Senior Attorney 

ATST I? La^ 

ptxono: ^oe'*221-5776 

■ • amcAaieeatt^ccai .... , . . . • - 

Th.ls aessagitt and any attachwents to It cocitaia 
?»mLB(SBO . .. 

AMD COMF1 DCNXIAL ATTOSWEY CLIEHT IKFCKMAtlON AMO/OR ATTok«T WtUC 
FROOOCT 

exclusively for intended recipients. Please OO NOT PORfirARO Oft 
OISTRIdOTE to 

anyone else. tf you have received tbia e^»ail error^ pl«:ase call 
Linda 
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